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An Introduction to Patents for Legal
Information Professionals

Abstract: Legal information professionals can play a vital role when it comes to patents,
whether that’s through undertaking research to assist in infringement cases or by assisting
in providing due diligence information by conducting searches to identify a company’s
patent portfolio. But those doing patent research need to know how to identify patents,
how to determine their status and how to investigate the litigation history of patents.
Niamh Hanratty, of Bird & Bird, explains how all this is done.
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A patent is one of a number of intellectual property
rights that can be granted to creations of the mind, such
as artistic works or inventions. Other forms of intellec-
tual property include copyright, trade marks and designs.
A patent is a legal document that grants an inventor
exclusive rights to their invention for a specified period.
This exclusive right allows the inventor to prevent others
from making, using or selling their invention without per-
mission for a limited period, which is typically 20 years
from the date of filing.

The Paris Convention' and the Agreement on
Trade-Related Aspects of Intellectual Property Rights
(TRIPS)? are international agreements that play import-
ant roles in patent protection. The Paris Convention
provides a framework for the mutual recognition of
patents among its member countries, thereby allowing
international protection for inventors. The TRIPS
Agreement is an agreement of all member nations of
the World Trade Organisation. It sets out global
minimum standards for intellectual property protection,
including patents, ensuring that member nations
provide a minimum level of patent protection and
enforcement.

The protection of patent rights is crucial to many
industries, but perhaps of most significance to the tech-
nology and manufacturing industries. Legal information
professionals can play an important role in conducting
research to assist in patent infringement cases. They
can also assist in providing due diligence information by
conducting searches to identify a company’s patent
portfolio.

Our concern as legal information professionals
looking for and using patent information and documenta-
tion is to ensure that:

a. We have the correct document;
b. We are aware of the status of the patent; and
c. We can check if there is any litigation on that patent
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FINDING AND UNDERSTANDING
PATENT DOCUMENTATION

HOW TO READ A PATENT

The patent and any related published application are
public documents. Most patents are now freely available
through online databases. These databases may be made
freely available by intellectual property offices (IPOs) or
they may be paid-for services provided by commercial
patent information providers. In this article we will con-
sider only the free services.

For ease, in this article ‘patent’ is used to refer to
both the granted patent and any related published appli-
cation, unless otherwise stated.

Patents are published using a standard format. Let us
take a look at one — EP2276933B1, with the title ‘A

Fan’.

PATENT NUMBERING

A patent number comprises three elements — the
country code, a running number, and the kind
code.

The country code indicates the patent office that
granted the patent, or is examining the application. Each
office has its own code. In this case, it is the European
Patent Office (EPO).

The list of current codes is given in WIPO document
ST.3, ‘Recommended standard on two-letter codes for
the representation of states, other entities and intergov-
ernmental organizations’.? The list does not include obso-
lete codes such as SU, which was the code for the Soviet
Union. (Yes, the Soviet Union did recognise patents!)

The number is simply a running number, and each
patent is given the next number in the sequence. This
number may match the number of the published applica-
tion, for example for EP and GB patents, or it may differ,
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EP 2276933 Bl

Country code (EP)

as in US and JP patents. For most offices, this number
consists of seven digits but this is not universal, and cer-
tainly older patents will have fewer numbers. Most data-
bases use seven digits and so additional leading zeroes
will have to be included in order for the database to find
the record.

The kind code is possibly the most important
element, and also the one with most variations. It is
important because it indicates the type (kind) of docu-
ment you are looking at — is it a published application, a
granted patent, or possibly some other document? Kind
codes can be difficult for two main reasons: there are
quite a lot of them; and they change over time. A kind
code for a document published 20 years ago may indicate
a different type of document with the same code pub-
lished today, even by the same office. Ve therefore need
to be careful when looking at kind codes.

The kind code itself usually has two elements — a
letter and a number. The letter refers to the level of pub-
lication, and the number refers to the document history
within that level. What does this mean?

If we recall the patent prosecution process (that is,
the process for successfully registering the patent, and
not to be confused with patent litigation), the first step
before the patent office is to file an application. This is
unpublished. After a period of time, the application is
published — this is the first level of publication. If the
application proceeds to grant, it will be published as the
granted specification — this is the second level of publica-
tion. There may be occasions where a patent is repub-
lished after grant (such as where it has been amended).
This is the third level of publication. (Note, however, that
some offices reissue an amended patent as the same level
of publication, notably the EPO.) There is a useful list of
the various documents and their publications produced
by WIPO, ‘Examples and kinds of patent documents
listed according to code’.*

For practical purposes, most current patent docu-
ments will use the letter A for published applications and
B for patents. The major exception to this rule is that
before 1999 US patents were granted without prior pub-
lication of the application. Any US As from before 2001
are patents, not publications.

Numbers are used for ease of understanding as it is
possible for there to be multiple publications at the same
level. For example, EP As may be Al, A2 or A3. Al is the
publication of the application with the search report; A2
the publication of the application without the search
report; and A3 the subsequent publication of the search
report.

Understandably, this leads to a proliferation of kind
codes. WIPO has produced a standard for these codes
(ST.16 ‘Identification of different kinds of patent
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number (2276933)

kind code (B1)

documents’),> but this doesn’t list all available codes. The
EPO produces a regularly updated number format con-
cordance for publication numbers (and another for prior-
ity and application numbers) which has a much more
comprehensive listing.® Commercial patent information
providers also tend to make lists of the kind codes used
in their databases freely available on the internet (e.g.
CAS),” and these tend to be easier to read. Note that
there may be variations between providers, especially for
older documents which were published before kind
codes were established or standardised.

THE FRONT PAGE OF A PATENT
DOCUMENT

Let us now look at the front page of our example
(Figure 1). What does it tell us about the patent?

This front page provides a lot of information, but the
manner in which it is presented can make it difficult to
interpret. Helpfully, each facet is given a standardised
code number (known as the INID code) which identifies
the information presented. INID codes are published by
WIPO in appendix | to ST.9 ‘Recommendation concern-
ing bibliographic data on and relating to patents and
SPCs’.8 Because these codes are standardised, we know
where to look for certain types of information, even in
foreign-language documents. Even if we cannot read the
document, we know where to find the publication date
and the application number.

The number of the document is always given in the
top-right corner, and has the INID code (I1). If no kind
code is included in this number, it will be found in the
field with the code (13). The (12) field gives a plain-lan-
guage name to the type of patent document.

Data relating to the application is found in the 20
range — so the date of application (also known as the
date of filing) is given in field (22) and the number of the
application in field (21).

Priority information is given in the 30 range. Priority
is important in determining the novelty element for a
patent. Priority documents establish the priority date,
which is the earliest filing date of a patent application.

Publication information is found in the 40 range — the
date of the application’s publication is field (43) and the
patent’s publication date is field (45).

The title of the patent is field (54), and the 70 range
contains details of the various parties connected to
the application, such as the inventor (72), applicant (71)
(not shown in this example), proprietor (73) and agent
(74).

With these codes in mind, we can look through the
page and find quite easily that this is a patent for a fan
that is held by Dyson Technology Ltd. However, the
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{ 1 9) Europalsehes

Fatentamt
European

0 Patent Office
Office eurapien

des brevets

(11) EP 2 276 933 B1

(12) EUROPEAN PATENT SPECIFICATION

(45) Date of publication and mention
of the grant of the patent:
08.06.2011 Bulletin 2011/23

(21) Application number: 10705636.8

(22) Date of filing: 18.02.2010

(51) IntCl:
F04D 25/08(20007) FO4F 5/16(200¢.01)
FO4F 5/46 #0%¢.07)

(86) Intermational application number:

PCT/GB2010/050273

(87) Interational publication number:
WO 2010/100454 (10.09.2010 Gazette 2010/36)

(54) A FAN
GEBLASE
VENTILATEUR

(84) Designated Contracting States:
AT BE BG CHCY CZ DE DK EEES FI FR GB GR
HRHUIEISITLILT LU LV MC MK MT NL NO PL
PT RO SESISKSMTR

(30) Priority: 04.03.2009 GB 0903666
04.03.2009 GB 0903667
04.03.2009 GB 0903675

(43) Date of publication of application:
26.01.2011 Bulletin 2011/04

(73) Proprietor: Dyson Technology Limited
Malmesbury
Wiltshire SN16 ORP (GB)

(72) Inventor: GAMMACK, Peter
Malmesbury Wiltshire SN16 ORP (GB)

(74) Representative: Booth, Andrew Steven
Dyson Technology Limited
Intellectual Property Department
Tetbury Hill
Malmesbury
Wiltshire SN16 ORP (GB)

(56) References cited:
WO-A1-2009/030879 WO-A1-2009/030881
DE-B- 1 291 090 JP-A- 56 167 897
US-A- 2 488 467 US-A- 5 881 685

IMANTS REBA: "Applications of the Coanda
effect” SCIENTIFIC AMERICAN, SCIENTIFIC
AMERICAN INC., NEW YORK, NY, US, vol. 214, 1
June 1966 (1966-06-01), pages 84-92,
XP009132496 I1SSN: 0036-8733 cited in the
application

EP 2 276 933 B1

paid. (Art. 83(1) European Patent Convention).

Note: Within nine months of the publication of the mention of the grant of the European patent in the European Patent
Bulletin, any person may give notice to the European Fatent Office of oppositicn to that patent, in accordance with the
Implementing Regulations. Notice of opposition shall not be deemed to have been filed until the opposition fee has been

Printes by Jouve, 75001 FARIS (FR)

Figure I: The front page

inventor wasn’t James Dyson, but a Peter Gammack. We
can see that the address given for the inventor is also
that of the proprietor and the representative, so we can
assume that Gammack is (or was) an employee of Dyson
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Technology. The application was filed on 18 February
2010, and was granted on 8 June 201 I. This is important,
as it tells us that — assuming that the renewal fees are
paid and there is no litigation that revokes it — the patent
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will be in force until 18 February 2030 (20 years from
the date of filing). After this time, the patented technol-
ogy is free for anyone in the world to use.

One feature of patents that may be apparent from
this example is that it is very difficult, and in most cases
practically impossible, to find a patent based on the title
alone. Searching a patent database for ‘fan’ in the title
field will retrieve a large number of results; in fact,
187,707 on Espacenet, the European Patent Office data-
base of patents, while even the more specific search of ‘a
fan’ retrieves 2928 results.

One other important feature that we can see is that
the application was filed as an international application
through the Patent Co-operation Treaty (PCT). The inter-
national application number is given in field (86), and the
publication of the application in field (87). This can be
important as a patent that starts as a PCT application will
often have a WO publication as the published application.
In our example, although we might expect the related
published application to be EP2276933Al (or perhaps
A2), and we can see an entry for EP2276933Al on
Espacenet, the actual document that published the appli-
cation is WO2010100454A1. Clicking on the EP Al on
Espacenet takes you to the WO with an additional page
numbered EP2276933A0, which is a ‘dummy’ number.

We know from reading field (87) that the WO was
published on 10 September 2010. However, the publica-
tion of the EP was on 26 January 201 | per field (43). The
reason for this seeming discrepancy is that a PCT applica-
tion consists of two phases: the international phase, and
the national or regional phase. The publication of the
WO takes place as part of the international phase. The
applicant must decide with which countries they wish to
proceed, and proceeding in the desired countries is
known as entering the national phase. The EP publication
date represents the notification in the EPO Bulletin of
the PCT application having been accepted into the
regional EP phase, and when it received its EP designation
and number in addition to the WO. Essentially, the EP
publication number acts as a reference to the WO publi-
cation number. There is one published document (i.e
WO2010100454A1) but there are other publication
numbers that refer to it in their respective national or
regional contexts. This brings us to the concept of the
patent family.

PATENT FAMILIES

All patents or applications relating to a common priority
application are brought together in what is known as a
patent family. Each member of the family is known as an
equivalent. This is because each provides equivalent pro-
tection of the patented technology in the relevant terri-
tory. For example, the US equivalent of EP2276933BI
provides the protection of the fan in the US.

If we look at the family of our example provided by
the EPO (Figure 2), we see that Dyson’s fan has
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protection in a number of countries outside of Europe;
namely Australia, Canada, China and Hong Kong, Russia,
South Korea and the United States.

Most of these are derived from the PCT application,
but the CN, JB and US are direct filings with the national
offices. This isn’t apparent from the family provided by
the EPO as application dates are not included, so when
dealing with PCTs it’s important to check the information
WIPO keeps.

Looking at the family provided by WIPO gives us a
slightly different picture. This family lists an additional
patent that isn’t included in the other family, an Indian
(IN) patent, IN4465/DELNP/2011. Searching for this
patent by this number in Espacenet doesn’t return any
hits, and searching by title returns a different New Zealand
patent, as shown in Figure 3. But why is this?

Patent information is collected by various bodies, and
collected and presented in different ways. Espacenet uses
data provided to the EPO and to INPADOC. INPADOC is
an office of the EPO — the International Patent
Documentation Centre. It collects information on patents
worldwide but is dependent upon receiving the informa-
tion from national or regional offices. If they don’t send
information (now usually in the form of bulk data uploads),
INPADOC won't have it. Often when national offices do
provide information, they provide it at a later date.

On the other hand, WIPO receives information relat-
ing to PCT applications through separate channels. In our
present example, it is likely that the Indian IPO has pro-
vided WIPO with information but not INPADOC. If we
go to the Indian IPO’s search (Figure 4), we can see that
the PCT has become an Indian patent with number
313607. This number isn’t provided by WIPO. We can
see that it is therefore necessary to not rely upon just one
source of information when investigating patent families.

There is a further complication when looking at this
family. In addition to the ER there are also entries with
country codes matching member states of the EPC —
these are AT, DK, PL, and PT. However, these are not
national patents. If we look at the kind codes of these
patents, we see that they are given as ‘T’, indicating that
they are translations into the appropriate national language
of the EP. Despite appearing to have a national number, they
are not separate patents but the national part of the EP

So we can now review what we have learnt about our
example patent (Figures 5 to 7). In summary:

* An application was filed in the UK (date, number)

* A later application was filed under the Patent
Cooperation Treaty (date, number). The first GB
application was the priority application for this PCT
application. This application was published later as
WOxxxx

* Later national applications were also filed with the
national patent offices in China, Japan, and the US.
GBxx was also the priority application
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Europaisches
Patentamt

European
Patent Office

Office européen

A5 ey Espacenet

Publication Application number Title Publication date Applicants Inventors
AT512306T AT10705636T GEBLASE 2011-06-15 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER [GB]
AU2010101307A4 |AU2010101307A Afan 2010-12-23 DYSON TECHNOLOGY LTD GAMMACK PETER
AU2010101307B4 |AU2010101307A Afan 2011-01-27 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER
AU2010219489A1 |AU2010219489A Afan 2010-08-10 DYSON TECHNOLOGY LTD GAMMACK PETER
AU2010219489B2 |AU2010219489A Afan 2012-02-02 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER
CA2746540A1 CA2746540A A FAN 2010-09-10 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER DAVID [GB]
CA2746540C CA2T746540A A FAN 2016-03-22 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER DAVID [GE]
CN101852214A CN201010129958A Fan assembly 2010-10-06 DYSON TECHNOLOGY LTD DAVID GAMMACK PETER
CN101852214B CN201010129958A Fan assembly 2012-08-29 DYSON TECHNOLOGY LTD DAVID GAMMACK PETER
CN102817815A CN201210334435A Fan assembly 2012-12-12 DYSON TECHNOLOGY LTD GAMMACK PETER DAVID
CN102817815B CN201210334435A Fan assembly 2015-08-12
DK2276933T3 DK10705636T Ventilator 2011-09-18 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER [GB]
EP2276933A1 EP10705636A AFAN 2011-01-26 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER [GB]
EP2276933B1 EP10705636A AFAN 2011-06-08 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER [GB]
HK1151332A1 HK11105271A A FAN 2012-01-27 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER
JP2010203454A JP2010076143A FAN 2010-08-16 DYSON TECHNOLOGY LTD GAMMACK PETER DAVID
JP5244146B2 JP2010076143A FAN 2013-07-24
KR101370271B1 KR20117016150A A FAN 2014-03-04
KR20110100274A |KR20117016150A AFAN 2011-09-08 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER DAVID [GB]
PL2276933T3 PL10705636T A FAN 2011-10-31 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER [GB]
PT2276933E PT10705636T A FAN 2011-08-17 DYSON TECHNOLOGY LTD [GB] GAMMACK PETER [GB]
RU2011134679A RU2011134679A FAN 2013-02-27
RU2014124701A RU2014124701A FAN 2015-08-10
RU2526135C2 RU2011134679A FAN 2014-08-20 DYSON TECHNOLOGY LTD [GB] |GAMMAK PITER [GB]
RU2567345C2 RU2014124701A FAN 2015-11-10 DYSON TECHNOLOGY LTD [GB] GAMMAK PITER [GB]
UsS2010226801A1 UST1678110A FAN ASSEMBLY |2010-09-09 DYSON TECHNOLOGY LTD [GE] GAMMACK PETER DAVID [GE]
US2012308375A1 |US201213588666A FAN ASSEMBLY |2012-12-06 GAMMACK PETER DAVID [GB] GAMMACK PETER DAVID [GB]
USB246317B2 US71678110A Fan assembly 2012-08-21 GAMMACK PETER DAVID [GB] GAMMACK PETER DAVID [GB]
USB784071B2 US201213588666A Fan assembly 2014-07-22 GAMMACK PETER DAVID [GB] GAMMACK PETER DAVID [GB]
WO2010100454A1 |GB2010050273W AFAN 2010-09-10 DYSON TECHNOLOGY LTD [GB] |GAMMACK PETER [GB]

Figure 2: The patent family for EP2276933BI

* From this set of applications, a number of granted
patents have resulted

There are therefore a large number of documents
that are related to each other and represent different
stages of applications in different territories, but all of
which are equivalent to one another.

OBTAINING PRIORITY DOCUMENTS

Priority documents can usually be obtained from the file
of the related application. This is useful, as often priority
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applications are unpublished and so would otherwise be
unobtainable (Figures 8 to 10).

CHECKING STATUS OF
APPLICATIONS AND PATENTS

Once a patent has been granted, it lasts for its term (cur-
rently usually 20 years from the date of application) pro-
vided that:

) The required maintenance, or renewal, fees are paid
on time. (Most countries require renewal fees to be
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Espacenet

ti all "FAN ASSEMBLY FOR CREATING AN AIR CURRENT™ A x n
Patent search

Classification search

My Espacenet Help

Results B Advanced search @ rivers @ rovuptips

Home » Results > NZS9149A
1.2

Query language: en de fr 1r NZ593149A A nozzle for creating an air current in a bladeless fan assembly A
AND ~ +Field ibliographic data Pl Claims D Original Legal events Patent family
Title ~ all v — Group [}
Applicants DYSON TECHNOLOGY LTD +
FAN ASSEMBLY FOR CREATING AN AIR CURRENT x
Inventars NICOLAS FREDERIC: SIMMONDS KEVIN +
IPC FO4D25/08; FO4D29/30; FO4D25/44; FOAFS/16; FOSFS/46;
rer EAANIENA (ED LR WO 1121 ERANAMIRT (IR FAANIAMN ISR ENANIAMRR (R

Figure 3: Searching Espacenet by title retrieves an additional New Zealand patent

OmE
>
» Office of the Controller General of Patents, Designs & Trade Marks INTELLECTUAL
Department of Industrial Policy & Promotion,
SR D o : PROPERTY INDIA
Ministry of Commerce & Industry, PATENTS| DEDNG TRADE MADS
¥ Government of India SECORATHICA MDICANCHNS
Application Details
APPLICATION NUMBER 4465/DELNP/2011
APPLICATION TYPE PCT NATIONAL PHASE APPLICATION
DATE OF FILING 13/06/2011
APPLICANT NAME DYSON TECHNOLOGY LIMITED
TITLE OF INVENTION "FAN ASSEMBLY FOR CREATING AN AIR CURRENT"
FIELD OF INVENTION MECHANICAL ENGINEERING

E-MAIL (As Per Record)
ADDITIONAL-EMAIL (As Per Record)  dev.robinson@amsshardul.com
E-MAIL (UPDATED Online)

PCT INTERNATIONAL APPLICATION  PCT/GB2010/050273
NUMBER

PCT INTERNATIONAL FILING DATE 18/02/2010
PRIORITY DATE 04/03/2009
REQUEST FOR EXAMINATION DATE 16/11/2011
PUBLICATION DATE (U/S 11A) 20/04/2012

FIRST EXAMINATION REPORT DATE 18/10/2017

Date Of Certificate Issue 31/05/2019
POST GRANT JOURNAL DATE 07/06/2019
REPLY TO FER DATE 18/07/2018

APPLICATION STATUS Granted Application, Patent Number :313607

Figure 4: The Indian patent entry on the Indian IPO website
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Espacenet
Patant seasch

EP2276533

OfficeiLanguage

Espacenet: free access to over 140 million patent documents

Figure 5: The home page of the Espacenet database

Espacenet
Patant sessch

EP227T6833

Classification search  [ERSUNSN (@) Advanced scarch

@ e

My Espacenet  Help

Mome 3 Resuts > EP2276933A1

{r EP2276833A1 A FAN
Bibliographic data Deseription Claims Drawings Original document Citations  Legal svents  Patent family

Register 7 @ Glabal Dossier 2

FO4D25/08; FOAFS/16; FO4FS4E;

crC FO4D25/08 (EFKR,US); FOADINE4 (KR); FOAFSME [EPKRUS): FO4FSEE (KR);

EP10Y
EP22T6633

4. GBID0ISETA 2009-03-04, GBOBOIETSA 2000-03-04, GBZO10050273W 2010-02-18

-

Office/Language v

Avallable in ~  Patent Translate

Publshed as ATS12I06T, AUZO10101307TAS; AU2010218480A1; AU20
CN10ZE178158; T3: EP2276033A1
PT2278833E; RU20111346T9A: R AL

48; CN10ZB1TE15A;

1 N
sHK1151332A1; JP2O10203454A: JP5244146B2: KR1013T027181; KRIOT0100274A; PLIZTERIITY,

: RU288TI46C2: U

[ e

USBTE40T1BZ: WO2010100454A1

Figure 6: The search results when searching for ‘EP2276933’ on Espacenet

paid at regular intervals, normally increasing over
time.) If the fees are not paid, the patent lapses.
There is normally provision for a lapsed patent to be
reinstated if the due fees and a penalty are paid
within a short period of its lapse.

2) Itis not successfully challenged in an administrative
action or in court. A patent which is successfully
challenged is known as revoked (it is also possible for
a patent to be amended after grant or to be revoked
in part).

It is therefore important to check the status of a
patent, similar to updating case law for any subsequent
judicial treatment.

To check the status of a patent, you will need to
consult the relevant national register. (An important
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point to remember when dealing with European patents
is that although prosecution and grant takes place cen-
trally before the EPO, matters subsequent to grant are
the responsibility of national offices. It is possible, and
quite common, for maintenance fees to be kept up to
date in some countries but the patent allowed to lapse in
others. There is also a central revocation procedure
before the EPO that allows an EP to be revoked in toto.)
Most national registers are available online, although they
differ widely in their accessibility and ease of use.

If we take our example patent, the easiest place to
start is with the EPO register. This allows us to check
that there have been no oppositions (administrative
actions before the EPO which allow third parties to
oppose the grant of a patent and seek its revocation or
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Espacenet
Patent search

EP2276933

Help  Classification sesrch Risuhs

@ rvanced search

@ e @ roreptios

Home  Resuls

> EP2ITE933IA1
L
¥r EP2276833a1 A FAN

Bibliographic data  Description  Claims Drawings Original document  Citations  Legal events  Patent family

Eurc-PCT Notice  Bibllographic data  Description  Clalms  Drawings  Search report

{11) Verstientiiehungisasmmer:
111} Publication number.
{11} Numséeo de publication:

EP 2 276 933 AD

9

Internationale Anmeldung verdifentlicht durch die
Weltorganisation fiir geistiges Eigentum unter der Nummer:

WO 2010100454 (Art. 153(3) EPU).

International application published by the World

OfficelLanguage

riginal documant
Page 0 1
Share this patent v

(12 INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATENT COOPERATION TREATY (PCT)

19 World ntelssual Property Orgauization @ A0 I O

Intermational Barcau

(10) International Publication Xumber
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amendment) or other central actions. The federated
register link also helpfully guides us to the national regis-
ters. The EPO register does have a legal status section,
but this is often unreliable for post-grant information.

Looking at the federated register, it shows us that the
patent has been allowed to lapse in all the countries ori-
ginally designated other than three: Germany (DE),
France (FR), and the UK (GB). There are a number of
states for which no data is available. In these cases, each
register will need to be checked individually, although it is
quite reasonable to assume that the patent has likely
lapsed in those countries too. It isn’t necessary to check
the status in countries you are not concerned with.

It is good practice to always check the relevant
national register as well. If we look at the GB register, we
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can see that it is marked as ‘granted’, and that the fees
for the 4th year were paid in December 2022, with the
next renewal fees due in February 2024. Fees are gener-
ally due on the anniversary of filing, so it looks as if the
last fees were paid early. (Looking at the ‘forms filed’ tab,
we can see that this is their usual practice for this
patent.)

It should be noted that registers are a supplement to
the official bulletins or journals/gazettes of national
offices, which publish notifications relating to patents,
such as the publication of an application or the grant of a
patent. The official UKIPO journal is online at https:/
www.ipo.gov.uk/p-pj. The EPO bulletin is at https://www.
epo.org/searching-for-patents/legal/bulletin/archive.html,
with a detailed search engine at https://data.epo.org/
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expert-services/index.html. Most bulletins are published
on a Wednesday.

WIPO produces a list of national offices, available at
https://www.wipo.int/patentscope/en/national_databases.
html

Unfortunately, checking the litigation status of a patent
is less straightforward. Registers should indicate if a patent
has been revoked by a national court, but there can be
delays in updating. The author is aware of at least one
instance where a patent had been revoked by a court but
the register didn’t reflect this until around four months
later. Anyone relying upon the register would have been
given the false impression that the patent was in force.

Access to a specialist commercial patent information
service or dedicated IP litigation database will be helpful
in assessing whether there is any litigation affecting a
patent, but even these are not entirely comprehensive or
reliable. Searching case law databases by the patent title
or number should be done, but if searching by number
be aware that the formatting may differ, so it is useful to
search using the final three numbers of the patent and
the country code using a ‘within’ connector.

Decisions of the UKIPO relating to patent administra-
tive actions are collected in a series known as the ‘O’
series (O for office). These are accessible on the UKIPO
website at https://www.ipo.gov.uk/p-challenge-decision-
results.htm. Older decisions (those before 1998) are held
at the British Library, and can be consulted at their St
Pancras site or requested through the document supply
service. Selected older decisions can also be found on
the gov.uk site at https://www.gov.uk/government/
collections/results-of-past-patent-decisions-issued-before-
1998, but there is no search function.
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Older first instance court decisions are collected at
the British Library in the ‘C’ series.

The EPO Boards of Appeal hear appeals against oppo-
sitions or other decisions of the EPO. There are a
number of boards, but for present purposes the most
important are the Technical Board of Appeal and the
Enlarged Board of Appeal, which acts as an appellate div-
ision. Decisions of the Technical Board of Appeal are pre-
fixed ‘T’ and look similar in format to decisions of the
EU’s Court of First Instance. Enlarged Board of Appeal
decisions are prefixed ‘G’. Decisions can be found at
https://new.epo.org/en/results!sortField=&sortDirection=
&q=&filters=%5B%5D&tab=boa, with recent decisions at
https://new.epo.org/en/case-law-appeals/decisions/recent.

Decisions of the USPTO’s Patent Trial and Appeals
Board can be found at https://developer.uspto.gov/ptab-
web/#/search/decisions.

CONCLUSION

This introduction to the world of patent research has
undoubtedly highlighted the complexity of conducting
research in this field. However, it is hoped that it has
helped to demystify the subject for any legal information
professionals who are either new to this field or who
have a specific interest in it. Legal information profes-
sionals who undertake patent research need to be versed
in how to identify patents, how to determine the status
of a patent and how to investigate the litigation history of
patents. VWe hope that this article will serve as a refer-
ence for anyone who is asked to undertake such research
so they can confidently use their research skills to con-
tribute to the success of their law firm.
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Figure 10: The patent file, with the priority documents highlighted
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